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REMmm 

Claims 1-15 are pending in the appiication. Independent clasm 1 has been 
amended to better define the claimed invention. Applicants respectfully request 
reconsideration in light of the instant amendrnents and/or remarks. 

^' Hal^gtion of cl atms 1«1S under 35 U .S.C. §103lal as obvious pyer Wiemansi 
et aL, U<S> PBtBni No. 6.093497. hereaft er "WlemanQ'^m yl^^ of Borgfrled 
al, Canadian Pate nt Publtcation No. 2 ,1 54 J1 8 A1, h^reaftw ''B^rafriad^ 

In making the rejection the PTO has asserted that it would have been obvious to 
one of .ordinary skill in the art at the time of in vention by sApplicants to use the 
suslaetant of Bergfried in the basecoat corrjposition of Weimann to make an aqueous 
pigment paste as dairyied. 

Applicants greatiy appreciate the detailed basis of rejection but must respectfully 
disagree. 

To establish a prima racie case of obviousness^, three basse criteria must be met. 
First, there must some suggestion or n-otivalion eitrser ;n ti^e references themselves or 
in ihe kr^Dwledge generally available to one of ordinary skill in the art, to modify l.he 
reference or to (X)nib-ine reference teachings; Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when rjornbined) 
must teach or suggest all the claim limitations. MPEP 2143. 

The !r!;^tani l.'^asis of rejection fails to meet this standard, sn part;c!.ilar„ the cited 
cornblrsallon of Weimann and Sergfhed fails to disclose or suggest all of the required 
claim limitations of the aqueous pigment paste of independent clairr. 1 , 

.For example, Applicants' ciainied pigment paste of amended Independent claim 
1 requires that it be free of binders and grinding resins. 

in contrast. Wesmann is directed to a process for preparino a muitiiayer coating 
on a subslraie surface. The process cornpnses applying an aqueous c-oating 
composiiior^ or> a soreviousiy applied basecoat to form a secorsd basecoat, applying a 
top coat, and baking the three coats (iwo basecoats and one top coat) together 
(Abstract). 

Wesn-ann goes into extensive detal! regarding the composition of the aqueous 
coaiino cornposiLion which iS based on an acryiate polyrrser (x) and a non-associative 



thickener (y), ( ■4y7, Abstract) The amouni: of the polyacrylaie (x) appears to be 
dependent upon the type of pigment empioyed, i.e., 25 -50% for orgenfc and/or 
inorganic color-smparting pigments and 15-30% for special effeci pigments, / ^o," cai 5. 
fines 6-12) Finally, Weimann further teaches that numerous "auxiliary bsi-iders", gi'inciing 
rasiris, and/or crossiinking agents may aiso be used. ('497, co, 3, line 46 to col 4, line 
10} 

At col. 4 line 60 to col, 5, line 5 Weimann discloses the amount of pigments and 
fillers tbat may be included in the aqueous coating composition. In this passage 
VVeirnann aiso discloses that the pigments can be .gdded in "any desired form, for 
exarrspie as an aqi.ieous s>i;.irry or as a pasle" Ihus making a dk^tinciion between the 
aqueouiS coatir>g coirsposition {with the attendant disclosure regarding the use of a 
thk;kener) tiiat is ihe subject of '/v'eimann's disdosure and a pigment slurry or paste 
V'/liiGh can be a cornponeni of Weimann's aqueous coating composition. 

Thus, most importantly, nothing in Weimann teaches or suggests the use of a 
pigment paste thai is free from binders and grinding resins. Rather. Weimann teaches 
that the basecoet (ii) may contain any of numerous binders, 

requires ihat its psgrnent concentrate contain f.rom 2 to 4.9% of a terpolyrr^eric anionic 
poiyac.s>'iate. Such materials are binders and thus outside the scope of Applicants' 
claimed Invention. 

Finally, the combination of Sergfried's surfactant into Weimann's aqueous 
basecoat vvo;;id sin-ujiy result in a basecoat composition {containing acr\date polymer 
{x}) vvitti a higher coi'icenlration of surf'aclant. Such a cornpositiori faiis to disclose or 
suggest Applicants' aqueous pigment paste that must be free of binders and grinding 
resins. That, is, Applicanis note that the pending claims are drawn to an aqueous 
pigment paste> The teachings of Weimann with regard to the aqueous basecoat 
composition (ii) based on an acr\4ate polymer(x) cannot and do not read on a pigment 
paste free of binders and giinding resins. 

Firialiy. AppHcants note that the cited co.mbination aiso faiks to piovide oti^e^- 
required elements of ihe claimed aqueous pigment paste of amended claim 1 . For 
example, although Weimann mentions pigmeni pastes, Weimann is silent as to the 
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composition of such pastes and contains no disdosure with regard to the amount of 
metal pigment in a paste or the use of a nonassociative ihickener in a pigment paste, 

Bergfneci, white directed to a pigment concefitrai.e, fails to over(;onio.: these 
deficiencies- For example,, Bergfried does not disclose the uys o; a nonassociative 
thickerser such as those required irs amended ir^depeiiderst cisirn 1. 

To estahlksh prima facie obviousness of a daimed ir?vern!on, all the oiaim 
limitations must be taught or suggesteci by the prior art. In re Royka, 180 USF^Q 580 
(C.G.P.A. 1874); MPEP 1243,03. in this case, the daimed combination fails to 
establish a pnma fade case of obviousness because it falis to disdose or suggest an 
aqueous picjr^ient paste thai is free of binciers and grinding resins but which contains 
Appiicanis' panicuiariy required nonassociative thickener. 

Accordingly, reoonsideration and removal of the obviousness rejection of claims 
1-15 Is respectfully requested in view of the foregoing remarks. 



CONCLUSION 

AppHcants respectfully submtt that the Application and pending clairns are 
patentable in view of the foregoing amendments and/or remarks. A Notice of 
Allowance is respectfuiiy requested.. As always, the Examiner is encouraged to contact 
the Under-signed by telephone if dlrecSt conversation would be heipfuL 



Respectfully Subn-sitted, 

'MiSVr^^cca 
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